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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including tlie fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
09/28/2009 has been entered. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on sale in this country, more than one year prior to 
the date of application for patent in the United States. 

2. Claims 12-27 are rejected under 35 U.S.C. 102(b) as being anticipated by Alam 
(6336124). 

Alam discloses an image processing system, (fig. 24 Col. 19 lines 60-65 
system 2300) comprising: 

an image processing apparatus (Server 2306 in computer system 2302) which 
reads image data of an original and converts thus read image data into converted image 
data (Col. 20 lines 8-12- thus server 2306 receives the original image data and 
convert it into appropriate intermediate format document-please see Col. 20 lines 
24-27) using a file format which is determined from among plural file formats (Col. 5 
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lines 26-34- understand the input/output formats can be any of the plurality of 
formats disclosed in Col. 5 lines 25-34) and which includes an adding unit that adds 
an imaging processing command to the converted image data (Col. 20 lines 24-32- 
thus before the image is converted into the appropriate output format, it is first 
converted into intermediate format as described in Col. 7 lines 15-16, converting 
the image data into an intermediate format includes storing a tag in the image 
document hence the tag is added to the image document) only when permitted to 
do so by a judging unit (Col. 20 lines 24-29, thus before the image is converted into 
an intermediate format, it is determined whether the image is in a supported 
format therefore it is judged whether converting the image data is permitted) and 
an image receiving apparatus (Col. 20 lines 8-10-output device such as PDA 
2308) which receives from said image processing apparatus the converted image data 
and when the image processing command has been added to the converted image data 
thus received, (Col. 20 lines 8-12- thus the image data can be displayed only when 
the image is converted into an output format document- that is when all 
appropriate conversions are done) performs upon thus received converted image 
data an image processing which corresponds to the image processing command thus 
added (Col. 20 lines 8-12- thus after the image data is converted it is then 
transferred to any of the output device such as PDA 2308 for it to display), 
wherein said image processing apparatus further comprises: 
a storage unit (hard drive shown in fig. 2) which stores information regarding 
the plural file formats, (Col. 4 lines 39-42- thus the programs that support the 
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invention which includes the formats such as PDF RTF etc disclosed in Col. 5 
lines 25-34 are stored in the hard drive) said information including whether or not 
said plural file formats permit addition of the image processing command to the 
converted read image data (Col. 20 lines 24-32 thus if the input document is not in 
a supported format then the processor cannot convert it and therefore addition is 
not permitted) and 

the judging unit ( Col. 20-lines 24-27-portion of the computer system 2303 
that determines in step 2508 if the input document is a supported format in the 
computer system) which judges whether or not the file format of the converted image 
data has said information in said storage unit that permits addition of the image 
processing command to the converted read image data,(inherently if the input 
document is supported by the computer system 2302 then the hard drive that 
contains all the programs that support the invention as clearly disclosed in Col. 4 
lines 39-42) since and 

said judging unit ( Col. 20-lines 24-27-portion of the computer system 2303 
that determines in step 2508 if the input document is a supported format in the 
computer system) permits addition by said adding unit of the image processing 
command to the converted read image data permitted only when said judging unit 
judges that said information in said storage unit permits addition of the image 
processing command to the converted image data. (Col. 20 lines 22-27- thus when 
the input document is in a supported format then the process can go forward for 
it to be converted into intermediate format and finally into output format. As 
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discussed in Col. 7 lines 15-16 the conversion of the input document includes 
storing tags into the document in other words adding tags into the input 
document). 

(NB: Col. 20 lines 22-27 and C7 lines 15-16, understand that the input 
document has to be supported before it can be converted into intermediate 
format which will involve adding the tag and therefore the input document has to 
be permitted before the tag can be added) 

Claim 13, Alarm discloses an image processing apparatus (Server 2306 in 
computer system 2302) which reads image data of an original and converts thus read 
image data into converted image data (Col. 20 lines 8-12- thus server 2306 receives 
the original image data and convert it into appropriate intermediate format 
document-please see Col. 20 lines 24-27) using a file format which is determined 
from among plural file formats (Col. 5 lines 26-34- understand the input/output 
formats can be any of the plurality of formats disclosed in Col. 5 lines 25-34) 

and which includes an adding unit that adds an imaging processing command to 
the converted image data (Col. 20 lines 24-32- thus before the image is converted 
into the appropriate output format, it is first converted into intermediate format 
and as described in Col. 7 lines 15-16 converting the image data into an 
intermediate format includes storing a tag in the image document hence the tag is 
added to the image document) only when permitted to do so by a judging unit, (Col. 
20 lines 24-29, thus before the image is converted into an intermediate format, it 
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is determined wliether the image is in a supported format therefore it is judged 
whether converting the image data is permitted) said image processing apparatus 
further comprising: 

a storage unit (hard drive shown in fig. 2) which stores information regarding 
the pluraljle formats, (Col. 4 lines 39-42- thus the programs that support the 
invention which includes the formats such as PDF RTF etc disclosed in Col. 5 
lines 25-34 are stored in the hard drive) said information including whether or not 
said plural formats permit addition of the image processing command to the converted 
image data (Col. 20 lines 24-32 thus if the input document is not in a supported 
format then the processor cannot convert it and therefore addition is not 
permitted) and 

the judging unit (Col. 20-lines 24-27-portion of the computer system 2303 
that determines in step 2508 if the input document is a supported format in the 
computer system) which judges whether or not the file format of the converted image 
data has said information in said storage unit that permits addition of the image 
processing command to the converted read image data, (inherently if the input 
document is supported by the computer system 2302 then the hard drive that 
contains all the programs that support the invention as clearly disclosed in Col. 4 
lines 39-42) 

wherein said judging unit (Col. 20-lines 24-27-portion of the computer system 
2303 that determines in step 2508 if the input document is a supported format in 
the computer system) only permits.addition by said adding unit of the image 
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processing command to the converted image data wlien tlie judging unit judges that the 
file format of the converted image has said information in said storage unit that permits 
addition of the image processing command to the converted image data. (Col. 20 lines 
22-27- thus when the input document is in a supported format then the process 
can go forward for It to be converted into intermediate format and finally into 
output format. As discussed in Col. 7 lines 15-16 the conversion of the input 
document includes storing tags into the document in other words adding tags 
into the input document). 

(NB: Col. 20 lines 22-27 and C7 lines 15-16, understand that the input 
document has to be supported before it can be converted into intermediate 
format which will involve adding the tag and therefore the input document has to 
be permitted before the tag can be added). 



Claim 14, Alam discloses wherein at least one of the file formats which permit 
addition of the image processing command to the converted image data is PDF 
(Portable Document Format). (Col. 5 lines 25-34- thus the list of input and output 
formats includes PDF) 



Claim 15, Alam discloses that the image processing apparatus further 
comprising a determining unit (portion of the server that determines whether the 
input document is in the supported format) which determines in accordance with a 
load condition whether to enable the judging unit ( Col. 20-lines 24-27-portion of the 
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computer system 2303 that determines in step 2508 if the input document is a 
supported format in the computer system) to operate or to prevent the judging unit 
from operating to insure that there is no addition of the image processing command to 
the converted image data regardless of the information in said storage unit. (Col. 20 
lines 22-27- thus when the input document is in a supported format then the 
process can go forward for it to be converted into intermediate format and finally 
into output format. As discussed in Col. 7 lines 15-16 the conversion of the input 
document includes storing tags into the document in other words adding tags 
into the input document). 

(NB: Col. 20 lines 22-27 and C7 lines 15-16, understand that the input 
document has to be supported before it can be converted into intermediate 
format which will involve adding the tag and therefore the input document has to 
be permitted before the tag can be added) 

Claim 16, Alam discloses further comprising a sending unit which sends the 
converted image data. (Col. 20 lines 66-67- thus the converted image data is send 
by a portion of the server to be displayed on any of the output device) 

Claim 17, Alam discloses wherein at least one of the file-formats which permit 
addition of the image processing command to the converted image data is a file format 
in which a destination of the converted image data can execute the image processing 
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command. (Col. 5 lines 35-45- thus the image format has to be supported by the 
output device before it can be converted and displayed) 

Claim 18, Alam discloses wherein at least one of.the file which permit addition of 
the image processing command to the converted image data is PDF (Portable 
Document Format). (Col. 5 lines 25-34- thus the list of input and output formats 
includes PDF). 

Claim 19, Alam discloses further that the image processing apparatus 
comprising a determining unit (Col. 20-lines 24-27-portion of the computer system 
2303 that determines in step 2508 if the input document is a supported format In 
the computer system) which determines in accordance with a load condition, (load 
condition means that the determination is based on the type of input/ output 
format as disclosed in Col. 5 lines 21-35) whether enable the judging unit to operate 
or to prevent the judging unit from operating to insure that there is no addition of the 
image processing command to the converted image data regardless of the information 
in said storage unit. (Col. 20 lines 23-32- thus depending on the type of format the 
image data will either be processed or not) (NB: understand that processing of 
the image data involves converting the image data to intermediate data which 
includes the addition of tags as disclosed in Col. 7 lines 15-18). 

Claim 20, Alam discloses wherein said sending unit sends an electronic mail to 
whole wherein said sending unit sends an electronic mail to which the converted image 
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data determined is attached. (Col. 20 lines 64-67- thus the final converted image 
data is definitely send electronically because it is a communication between to 
electronic devices) 

Claim 21, Alam discloses wherein at least one of the file formats which permits 
addition of the image processing command to the converted image data is a file format 
in which a destination of the converted image data can execute the image processing 
command. (Col. 5 lines 35-45- thus the image format has to be supported by the 
output device before it can be converted and displayed) 

Claim 22, Alam discloses wherein the at least one of the file formats which 
permits addition of the image processing command to the converted image data is PDF 
(Portable Document Format). (Col. 5 lines 25-34- thus the list of input and output 
formats includes PDF). 

Claim 23, Alam discloses comprising a determining unit (Col. 20-lines 24-27- 
portion of the computer system 2303 that determines in step 2508 if the input 
document is a supported format In the computer system) which determines, in 
accordance with a load condition, (load condition means that the determination is 
based on the type of input/ output format as disclosed in Col. 5 lines 21-35) 
whether to enable the judging unit to operate or to prevent the judging unit from 
operating to insure that there is no addition of the image processing command to the 
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converted image data regardless of the information in said storage unit. (Col. 20 lines 
23-32- thus depending on the type of format the image data will either be 
processed or not) (NB: understand that processing of the image data involves 
converting the image data to intermediate data which includes the addition of 
tags as disclosed in Col. 7 lines 15-18). 

Claim 24, Alam discloses an image processing apparatus (Server 2306 in 
computer system 2302) which reads image data of an original and converts thus read 
image data into converted image data (Col. 20 lines 8-12- thus server 2306 receives 
the original image data and convert it into appropriate intermediate format 
document-please see Col. 20 lines 24-27) using_a file format which is determined 
from among plural file formats (Col. 5 lines 26-34- understand the input/output 
formats can be any of the plurality of formats disclosed in Col. 5 lines 25-34) and 
which includes an adding unit that adds an imaging processing command to the 
converted image data (Col. 20 lines 24-32- thus before the image is converted into 
the appropriate output format, it is first converted into intermediate format and as 
described in Col. 7 lines 15-16 converting the image data into an intermediate 
format includes storing a tag in the image document hence the tag is added to the 
image document) only when permitted to do so by a judging unit, (Col. 20 lines 24-29, 
thus before the image is converted into an intermediate format, it is determined 
whether the image is in a supported format therefore it is judged whether 



Application/Control Number: 10/552,997 Page 12 

Art Unit: 2625 

converting the image data is permitted) said image processing apparatus 

comprising: 

a storage unit (hard drive shown in fig. 2) which stores information regarding 
the plural file formats, (Col. 4 lines 39-42- thus the programs that support the 
invention which includes the formats such as PDF RTF etc disclosed in Col. 5 
lines 25-34 are stored in the hard drive) said information including whether or not_said 
plural.file formats prohibit_addition of the image processing command to the read image 
data (Col. 20 lines 24-32 thus if the input document is not in a supported format 
then the processor cannot convert it and therefore addition is not permitted) and 

the judging unit (Col. 20-lines 24-27-portion of the computer system 2303 
that determines in step 2508 if the input document is a supported format in the 
computer system) judges whether or not the file format of the converted image data 
has said information in said storage unit that prohibits addition of the image processing 
command to the converted read image data, (inherently if the input document is 
supported by the computer system 2302 then the hard drive that contains all the 
programs that support the invention as clearly disclosed in Col. 4 lines 39-42 

wherein when said judging unit (Col. 20-Iines 24-27-portion of the computer 
system 2303 that determines in step 2508 if the input document is a supported 
format in the computer system) judges that the file format of the converted.image 
data of has said information in said storage unit regarding that prohibits addition of the 
image processing command to the converted image data, said judging unit prohibits 
addition by said adding unit of the image processing command to the read image data. 
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(Col. 20 lines 22-27- thus when the input document is in a supported format then 
the process can go forward for it to be converted into intermediate format and 
finally into output format. As discussed in Col. 7 lines 15-16 the conversion of the 
input document includes storing tags into the document in other words adding 
tags into the input document). 

(NB: Col. 20 lines 22-27 and C7 lines 15-16, understand that the input 
document has to be supported before it can be converted into intermediate 
format which will involve adding the tag and therefore the input document has to 
be permitted before the tag can be added) 

Claim 25, Alam discloses wherein at least one of_the file formats which prohibits 
addition of the image processing command to the converted image data is TIFF 
(Tagged Image File Format). (Col. 5 lines 25-34- thus the list of input and output 
formats includes tagged image file format (TIFF)). 

Claim 26, Alam discloses an image processing method according to which an 
image processing apparatus, (Server 2306 in computer system 2302) which 
comprises a controller which performs image processing control including control of said 
adding unit to permit the adding unit to add an image processing command to converted 
image data (Col. 20 lines 8-12- thus server 2306 receives the original image data 
and convert it into appropriate intermediate format document-please see Col. 20 
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lines 24-27) and control of reading image data of an original and conversion of thejhus 
read image data into said converted image data using a file format which is determined 
from among plural file formats, (Col. 5 lines 26-34- understand the input/output 
formats can be any of the plurality of formats disclosed in Col. 5 lines 25-34) said 
image processing method comprising steps of: 

disposing to said image processing apparatus a storage unit (hard drive shown 
in fig. 2) which stores information regarding a said plural file formats, (Col. 4 lines 39- 
42- thus the programs that support the invention which includes the formats such 
as PDF RTF etc disclosed in Col. 5 lines 25-34 are stored In the hard drive) said 
Information Including whether or not said file formats permit addition of the Image 
processing command to the converted image data (Col. 20 lines 24-32 thus if the 
input document is not in a supported format then the processor cannot convert it 
and therefore addition is not permitted) 

making said controller judge ( Col. 20-lines 24-27-portion of the computer 
system 2303 that determines in step 2508 if the input document is a supported 
format in the computer system) whether or not the file format of the converted image 
data has at least said information in said storage unit that permits addition of the Image 
processing command to the converted image data; (inherently if the input document 
is supported by the computer system 2302 then the hard drive that contains all 
the programs that support the invention as clearly disclosed in Col. 4 lines 39-42) 
and 
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making said controller permit addition by said adding unit of tlie image 
processing command to the converted image data only when it is judged that the file 
format that-of the converted image data has said information in said storage unit that 
permits addition of the image processing command to the converted image data. (Col. 
20 lines 22-27- thus when the Input document Is In a supported format then the 
process can go forward for It to be converted Into Intermediate format and finally 
Into output format. As discussed In Col. 7 lines 15-16 the conversion of the Input 
document Includes storing tags Into the document In other words adding tags 
into the input document). 

(NB: Col. 20 lines 22-27 and C7 lines 15-16, understand that the input 
document has to be supported before It can be converted Into Intermediate 
format which will Involve adding the tag and therefore the Input document has to 
be permitted before the tag can be added) 

Claim 27, Alam discloses an image processing method according to which an 
image processing apparatus, (Server 2306 In computer system 2302) which 
comprises a controller which performs image processing control including control of an 
adding unit to prohibit the adding unit from adding an image processing command to 
converted image data (Col. 20 lines 8-12- thus server 2306 receives the original 
Image data and convert It Into appropriate Intermediate format document-please 
see Col. 20 lines 24-27) and control of reading of image data of an original and 
conversion of the thus read image data into said converted image data using a file 
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format which is determined from among plural file formats, (Col. 5 lines 26-34- 
understand the input/output formats can be any of the plurality of formats 
disclosed in Col. 5 lines 25-34) said image processing method comprising steps of: 

disposing to said image processing apparatus a storage unit (hard drive shown 
in fig. 2) which stores information regarding said plural_file formats, (Col. 4 lines 39-42- 
thus the programs that support the invention which includes the formats such as 
PDF RTF etc disclosed in Col. 5 lines 25-34 are stored in the hard drive) said 
information including whether or not_said file formats prohibit addition of the image 
processing command to the converted image data (Col. 20 lines 24-32 thus if the 
input document is not in a supported format then the processor cannot convert it 
and therefore addition is not permitted) 

making said controller judge whether or not the file format of the converted image 
data has said information in said storage unit addition of the image processing 
command to the converted image data (inherently if the input document is 
supported by the computer system 2302 then the hard drive that contains all the 
programs that support the invention as clearly disclosed in Col. 4 lines 39-42) 
and making said controller prohibit addition by said adding unit of the image processing 
command to the converted image data it is judged that the file format that the image 
data of the original has been converted into has said information in said storage unit 
that prohibits addition of the image processing command to the read image data. (Col. 
20 lines 22-27- thus when the input document is in a supported format then the 
process can go forward for it to be converted into intermediate format and finally 



Application/Control Number: 10/552,997 Page 17 

Art Unit: 2625 

into output format. As discussed in Col. 7 lines 15-16 the conversion of the input 
document includes storing tags into the document in other words adding tags 
into the input document). 

(NB: Col. 20 lines 22-27 and Col. 7 lines 15-16, understand that the input 
document has to be supported before it can be converted into intermediate 
format which will involve adding the tag and therefore the input document has to 
be permitted before the tag can be added) 

Response to Arguments 

3. Applicant's arguments filed 09/28/2009 have been fully considered but they are 
not persuasive. 

Applicant argues in page 8 of his remarks that the final rejection is improper 
because examiner in the outstanding office action changes the thrust of the final 
rejection. 

In reply, Examiner respectfully disagrees because the claims filed on 04/08/2009 
was amended to change the scope of the claimed invention and therefore the rejection 
can also be changed. 

Regarding the 103 rejection Applicant argues that the cited reference fails to 
disclose a storage unit, adding unit and judging unit. 
As these limitations are claimed as follows: 
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a storage unit which stores information regarding the plural_file formats, said 
information including whether or not said plural file formats permit addition of the image 
processing command to the converted read image data; and 

the judging unit which judges whether or not the file format of the converted 
image data has said Information in said storage unit permits addition of the image 
processing command to the converted read image data, 

and which includes an adding unit that adds an imaging processing command to 
the converted image data only when permitted to do so by a judging unit. 

In reply, examiner respectfully disagree because Alam the cited reference 
clearly disclose a storage unit (hard drive shown in fig. 2) which stores information 
regarding the plural file formats, (Col. 4 lines 39-42- thus the programs that support 
the invention which includes the formats such as PDF RTF etc disclosed in Col. 5 
lines 25-34 are stored in the hard drive) said Information Including whether or not 
said plural file formats permit addition of the image processing command to the 
converted read image data (Col. 20 lines 24-32 thus if the input document is not in 
a supported format then the processor cannot convert it and therefore addition is 
not permitted). 

the judging unit ( Col. 20-lines 24-27-portion of the computer system 2303 
that determines In step 2508 if the input document is a supported format in the 
computer system) which judges whether or not the file format of the converted image 
data has said information in said storage unit that permits addition of the image 
processing command to the converted read image data, (inherently if the input 
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document is supported by the computer system 2302 then the hard drive that 
contains all the programs that support the invention as clearly disclosed in Col. 4 
lines 39-42). 

an adding unit that adds an imaging processing command to the converted 
image data (Col. 20 lines 24-32- thus before the image is converted into the 
appropriate output format, it is first converted into intermediate format and as 
described in Col. 7 lines 15-16 converting the image data into an intermediate 
format includes storing a tag in the image document hence the tag is added to the 
image document) only when permitted to do so by a judging unit (Col. 20 lines 24-29, 
thus before the image is converted into an intermediate format, it is determined 
whether the image is in a supported format therefore it is judged whether 
converting the image data is permitted). 

Conclusion 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. King Poon can be reached on 571-272-7440. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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